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Message from the DVCR

UWA aspires to help identify and drive the commercialisation of new technologies 
so that industry, government, and our wider community can benefit. We offer 
generous revenue sharing, a range of simple frameworks that are attractive to 
investors and a skilled Technology Transfer Office to assist you.

Why commercialise?  
• Create social and economic impact for society by translating your research into 

products or services
• Build your reputation and networks with investors, industry, government and 

community 
• Generate revenue to support your research
• Professional and career development 
• Improve competitive grant success

Whatever stage your idea or invention, the University looks forward to supporting 
your commercialisation journey.

Professor Tim Colmer, 
DVCR

This guide was developed to encourage and support UWA 
researchers who want to commercialise their inventions.
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To achieve this goal
The Technology Transfer 
Office (TTO) helps 
researchers by:

Identifying and assessing the market 
potential of inventions made at the 
University

Protecting the University’s 
intellectual property rights

Supporting researchers to access 
funding to help commercialise their 
inventions

Supporting researchers in 
identification and negotiation with 
industry partners

Licensing and transferring University 
intellectual property to spin-outs or 
established companies

Stimulating and encouraging 
a culture of innovation and 
entrepreneurship at the University 
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Glossary

Invention disclosure form 
A confidential document submitted 
to the Technology Transfer Office 
describing a new invention, its 
advantages over what currently exists 
and who the inventors are.

Inventor 
A person who contributes to the 
development of the creative elements 
of the invention by way of idea or 
design. An inventor is not considered 
to be someone who is carrying out 
instructions or someone who is 
supervising inventors.

Licence 
A licence is a permission granted by 
the owner of the intellectual property 
(IP) that allows another party (licensee) 
to act under some or all of the owner’s 
rights usually via a written legal 
document (the licence).

Material transfer agreement 
(MTA)
A legal agreement which governs 
the movement of research materials 
between two organisations. Intellectual 
property rights can be endangered 
if materials are exchanged without a 
proper MTA in place.

Non-disclosure agreement 
(NDA) 
A legal agreement which protects the 
exchange of confidential information 
between two or more organisations. 
Typically a bi-lateral agreement.

Owner 
Ownership is the proprietary right to an 
invention that will vest in the applicant 
after a patent is granted. Ownership can 
be transferred or assigned. 

Patent 
Patents are a form of intellectual 
property that give the owner the right 
to stop others from making, using, 
importing and selling their invention. 
Patents last for 20 years from the 
application date and are territorial, 
requiring application to each national 
office.

Spin-out 
A new company created by the 
University to commercialise an 
invention. Intellectual property rights 
to the invention can be assigned 
or licensed to the new company by 
the University in exchange for part-
ownership.
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TRANSFER INVENTIONS 
& TECHNOLOGY

POSITIVE IMPACT  
FOR SOCIETY

GENERATE 
INCOME
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RESEARCH

INVENTION DISCLOSURE

SPIN-OUT^
^

^

Positive impact  
 for society 

RE-INVESTMENT
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EVALUATION

^
^

^

LICENSING

IP PROTECTION

MARKETING
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1. Value for society 
That what we do should be for the public benefit.

2. Primacy of the creator(s) 
That the creator(s) of the IP will be the primary influence in discussions concerning 
how that invention should be used for public benefit.

3. Empowerment, efficiency and accountability 
That university professional services enables researchers and other creators of IP to 
efficiently engage directly with outside bodies. For their part, researchers will adhere 
to university policies and provide the university with visibility of their activities to 
ensure that principle 1 is respected.

In all matters relating to the transfer of technology the university’s 
collective decision-making is guided by three principles:

Guiding principles 
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The University of Western Australia 
is a world-class, research-intensive 
university committed to research 
excellence. Our research seeks to 
answer global challenges, drive 
innovation and deliver real-world 
impact.

Research is at the heart of our mission 
to create new knowledge and innovate 
for the benefit of society.

Transferring our knowledge, expertise 
and inventions to wider society and 
thereby creating impact is one of the 
University’s primary responsibilities.

Before your research project starts, 
the Office of Research will work with 
you and any collaborators to put an 
agreement in place that describes how 
any new inventions resulting from the 
research will be managed.

Often those discussions will involve 
the Technology Transfer Office (TTO). 
If you expect a new invention to result 
from your research, or the research is in 
collaboration with industry, you might 
want to talk to the TTO before the 
project starts to make sure that all the 
necessary agreements are in place.

If you are curious about testing an early 
stage idea, the Innovation and Industry 
Engagement team (IIE) offer resources, 
programs and advice to support market 
validation. 

If you are transferring a material to a 
different organisation then a Material 
Transfer Agreement will need to be put 
in place. This can be done by the TTO 
or the Office of Research.

Research
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The Australian Government provides 
funding specifically to advance, or 
accelerate, a technology towards 
creating a positive impact in society.

The TTO can help researchers apply 
directly for these funds by assisting  
with applications that ask for 
information on commercialisation  
and intellectual property.

In addition, the TTO team administers 
the PATHFINDER proof-of-concept 
fund.

PATHFINDER funding can be applied 
for to support activities such as 
prototyping, market research, third 
party testing, field trials and the like.

Researchers are encouraged to 
check the eligibility criteria via the 
PATHFINDER website and to discuss 
applying with the TTO.

The technology transfer 
  office can fund  
 impactful activities

rdi.uwa.edu.au/research-innovation/
pathfinder-fund 

techtransfer@uwa.edu.au

10 The University of Western Australia | uwa.edu.au/research

rdi.uwa.edu.au/research-innovation/pathfinder-fund
rdi.uwa.edu.au/research-innovation/pathfinder-fund
https://uwa.edu.au/study


Invention disclosure
Researchers should submit an invention 
disclosure form (IDF) to the TTO as 
soon as they think they have invented 
something unique, which may have 
commercial value.

IDFs are confidential to the TTO. They 
outline the nature of the invention 
arising from your research, who the 
inventors and any other contributors 
are, and list all sources of information 
required to start the process of 
protecting and commercialising IP.

Members of the TTO team often hold 
seminars in Schools and Centres to help 
members of staff, post-graduates, and 
students understand how and why to 
disclose an invention.

If you would like to organise a Tech 
Transfer seminar in your area then 
please contact the TTO. We can also 
invite a local patent attorney along to 
take part in the presentation with us. 
We’d be happy to work with you to 
help your team better understand the 
benefits of disclosing inventions to the 
University.

techtransfer@uwa.edu.au

11
Inventor G

uide | uw
a.edu.au/research

11

https://uwa.edu.au/study


Warning! 
Publication or presentation of valuable results and 
inventions that have not been duly protected can severely 
affect their potential for commercialisation.

If you have publicly disclosed your idea in any way 
(publication of a paper in a journal, publishing abstracts, 
presenting at a conference, certain grant applications that 
are made public) then it will not be possible to obtain valid 
patent protection for that research.

Talk to the Technology Transfer Office as early as possible 
and well before any public disclosure is made or planned.

The University IP Policy states that any invention of possible 
commercial value must be declared to the Technology 
Transfer Office.
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Why should I submit an   
 invention disclosure? 
There are many good reasons to submit an invention 
disclosure form to the TTO.

Commercialising your invention may return a financial 
benefit to you and your family, and the university. But more 
importantly, it is the start of a process that may culminate in 
the licensing of your invention to a company, or the creation 
of a new spin-out, which will carry your invention into the 
world to fulfil its potential to solve real world problems that 
may change all our lives for the better.

It all starts with your research and the submission of an 
invention disclosure form to the TTO.

What kind of invention   
 should I disclose? 
You should disclose any research results that may have 
commercial value. This is not limited to just classical 
“physical inventions”. It may include new molecules, 
new research methods, targets and pathways of disease 
biomarkers, new algorithms and data sets.

If in doubt just ask the TTO. It only takes a few minutes to 
write an email, speak on the phone, or chat online!

techtransfer@uwa.edu.au
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The University of Western Australia 
will make no claim for ownership 
over any invention conceived by one 
of its employees outside of normal 
office hours as long as the field of 
the invention is not related to the 
same field as the employee’s role and 
responsibilities at the University.

For example, if you are a physicist and 
write a children’s book at the weekend 
then the University will not seek to claim 
ownership of the book.

Under the IP Policy the University 
requires originators of Intellectual 
Property, including employees and 
students engaged in a project under a 
written funding agreement, to inform 
the University in writing of the creation 
of any impactful IP.

I had an idea for an 
invention at the weekend. 
 Do I need to disclose it  
 to the university? 
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You should complete an invention 
disclosure form (IDF) as soon as you feel 
you have discovered something unique 
with possible commercial value.

If you believe that your research is 
worthy of publication, then there 
must be something about it which you 
think is new and of scientific interest 
to your peers. It could also have some 
commercial value. As such, every 
time you think about publishing your 
research, consider speaking to the 
Technology Transfer Office.

IDFs are confidential. That said, we 
strongly recommend you collaborate 
with everyone who has made a 
meaningful contribution to the idea 
behind the invention when you make an 
IDF submission.

Ideally, the IDF should be submitted 
before presenting the discovery 
through publications or any exposure 
of information in the public domain. 
Once the invention is known by others 
(without a non-disclosure agreement 
in place) then the ability to protect that 
invention may be compromised.

Make sure you tell the TTO if you plan 
to present in a public forum or publish 
information about your invention.

When should I complete 
an invention disclosure? 
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All inventors and contributors to the 
ideas leading up to a new discovery 
or invention should be listed in the 
invention disclosure form, even if they 
are employees of the University, or 
employees of another University, or 
employees of another company, or a 
student.

Some members of your team may have 
contributed to the invention without 
fulfilling the criteria of an inventor. The 
TTO can help you to arrange for their 
contribution to be recognised in a 
share of any revenue resulting from the 
commercialisation of the invention.

A visitor to the university 
  has contributed to  
 my invention 
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The assessment of an invention is carried out in two steps. 
The first step involves gathering all relevant information from the inventor(s) that 
can be used to investigate and better understand the invention. We use this step to 
make sure that everyone who we think is an inventor is represented.

The second step is the evaluation and assessment process, which is led by the 
Technology Transfer Office. The process is two-fold:

• Assessment of patentability – the TTO evaluates whether the invention is likely to 
be granted a patent through discussion with the inventors and patent searches. 
The patent process is long (multiple years) and costly, so it is important to 
determine the likelihood at this early stage.

• Assessment of market value – the TTO evaluates the commercial potential of 
the invention through a series of meetings with the inventors, discussions with 
external sources (under the protection of a non-disclosure agreement) and 
market research.

The output from the evaluation process guides our thinking when it comes to 
making decisions about patenting, licensing, or forming a spin-out company.

Evaluation
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The Technology Transfer Office, with the co-operation of the inventors, examines 
each invention disclosure to review: the novelty of the invention; competing 
technologies; protectability and marketability of potential products and services; 
relationship to University intellectual property; amount of time and money required 
for further development; pre-existing rights; and potential competition from other 
products already in the market.

Meeting 1: held 
with inventors to 
discuss the result 
of the evaluation

How does the TTO   
 assess inventions? 

0 MONTH

Invention 
Disclosure Form 
submitted to 
TTO

1 MONTH

2 MONTH

Provisional 
Patent 
Application 
filed

Encumbrance 
check

Inventors 
formally 
identified

Consult with 
Patent Attorney

Meeting 2: 
held with 
inventors to 
discuss next 
steps
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Is an invention ever  
 reassigned to an  
 inventor? 
If the Technology Transfer Office decides not to pursue a patent application and/
or chooses not to market the invention, the University may, upon request, reassign 
(transfer ownership) to the inventors and contributors.

The University may decide to pause pursuing a patent application because the 
Technology Transfer Office wishes to see more data, or more results of research, 
before it makes a final decision.
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Intellectual Property (IP) refers to inventions, know-how and/or material that is 
protected under patent, trademark, trade secret and/or copyright laws.

In most cases IP protection for patentable inventions begins with the filing of a 
provisional patent application with IP Australia. Subsequent applications are made 
based on this provisional application in the countries in which protection is required. 
Protection is not provided by the patent until it is granted which can take at least 
4 years and costs tens of thousands of dollars; however, there is no guarantee of 
success.

Unique biological materials and software can often be successfully licensed without 
formal intellectual property protection.

IP protection
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IP created by employees 
The University owns Intellectual 
Property created by an employee 
pursuant to a contract of service to the 
University excluding teaching materials 
and scholarly works (UWA IP Policy).

In practice, this means that the 
University owns IP created under most 
of the research grants administered by 
the University.

There are some exceptions to the 
above:
• IP may be owned by a commercial 

company, if that company has 
negotiated ownership over IP as part 
of a commercial arrangement with 
the University.

• IP may be owned by an employee if 
it has been created outside of work 
hours and is not in a field related to 
the employee’s work responsibilities, 
nor has it been derived from 
intellectual property owned by the 
University.

IP created by students
A student owns all IP they create, 
unless it is created as a result of being 
an employee of the university. As they 
participate in University research 
programmes and contribute to 
inventions or other creative aspects of 
the outcomes, they are joint inventors 
or creators of any resulting IP. The 
University may ask a student to enter 
into a binding agreement under 
which the student agrees to assign 
to the University any commercially 
valuable IP that they generate, so that 
the University can commercialise the 
complete package of IP arising from 
the research programme. In return, 
the University will treat the student as 
an employee for the purposes of the 
University’s revenue sharing policy for 
staff inventors.

Who owns     
  what I create?
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Taking an innovative product to market 
is often a long process that requires a 
high level of investment and has a high 
failure rate.

For example, putting a drug in the 
market can take more than 10-12 years 
of development, and cost hundreds 
of millions of dollars. The only way 
companies (licensees) will take the risk 
of investing in product development at 
this level of exposure is by ensuring the 
intellectual property is duly covered by 
patents and other forms of protection.

Patenting gives licensees the 
opportunity to monopolise the 
commercialisation of inventions from 
the University (or to block competitors 
from entering the market) until profits 
are made and investment costs 
recovered.

Patenting therefore fundamentally 
underpins the commercial license 
arrangement with third party 
companies. Even if the University was 
to seek no royalty payments from the 
licence, it would still need to patent 
inventions at an early stage in order to 
give industry partners the confidence 
to invest in the inventions and take 
them to market.

Here are some other good 
reasons to patent your 
invention:

• For the benefit of society 
• Deterring competition
• Attracting investment
• Creating income for yourself and 

your family 
• Attracting collaborators

Why do we patent   
 inventions? 
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It must be novel 
It must be new to the world. The 
invention should not be publicly known 
in any way, anywhere in the world. If 
the invention needs to be disclosed to 
a 3rd party before a patent application 
has been made then a non-disclosure 
agreement needs to be put in place. 
Once a provisional application has 
been submitted the invention can 
claim a “Patent Pending” status and the 
inventor can proceed to disclose the 
invention (for example by publishing a 
paper).

It must be inventive 
The invention must be something 
that represents an improvement over 
any existing product or process that is 
already available, and the improvement 
must not be obvious to someone who 
is an expert in the invention’s field. If 
an invention is new, yet obvious to a 
subject matter expert, then it will not be 
considered inventive.

It must be capable of 
industrial application 
The invention must be useful and have 
some form of practical application. It 
should be capable of being produced 
or used in some form of industry.

For an invention to be patentable it must satisfy 3 key criteria:

What can be patented? 
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One year after the initial provisional patent application 
is filed the International Patent Co-operation Treaty 
(PCT) application is filed. The PCT is an international 
agreement that provides a streamlined filing 
procedure for most countries. The PCT application 
must then be filed in the national patent office of any 
country in which the applicant wishes to seek patent 
protection, generally within 30 months of the earliest 
claimed filing date. The time between the initial filing 
of the patent application and granting of the patent is 
known as the “patent pending” period.

How does the  
patenting process work? 

2 MONTH

AU 
Provisional

International 
PCT

Patent 
Publication

Separate 
National 

Applications

Patent 
Granted

12 MONTH 18 MONTH 30 MONTH 48–60 MONTH
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The responsibility for deciding what gets patented principally resides 
with the Technology Transfer Office. We work with the inventors and 
contributors to assess the relevant factors before deciding whether  
to file a patent application.

If the Technology Transfer Office decides not to patent then the 
inventors and contributors can ask for the intellectual property 
rights to be fully assigned (transferred) to them. The University 
is not likely to refuse this request if it chooses not to file a patent. 
However, sometimes the Technology Transfer Office may wish to 
return to the patenting decision in the future after more research 
has been undertaken.

what gets patented? 

What happens if the TTO  
decides not to patent? 

Who decides 
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Will patenting 
delay my publication?

Drafting and filing a patent application for your 
invention will not delay your academic publication.

Indeed, it can often accelerate your 
publication, because, to prepare a 
patent application, the patent attorney 
will need an initial draft of your paper 
(before it is submitted to the Journal) 
with full details of the background to 
the research, your results presented in 
clear figures, a discussion & conclusions 
section, and detailed materials & 
methods.

Engaging with the TTO and a patent 
attorney can also increase the impact 
of your academic publication, because 
we will ask you to explain:

• The differences between your 
research and what has already been 
published (i.e. what’s novel about 
your latest findings);

• The commercial applications of your 
work, and the advantages it has 
over existing technology (i.e. what’s 
inventive); and

• Your experimental data.

Providing the above information can 
often help you better evaluate your 
research such that you can submit your 
paper to a better journal.
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Who pays for 

What 
happens if 
the university 
stops paying 
for a patent? 

the patent  
application?
The University provides the Technology 
Transfer Office with a budget to apply 
for new patents and to sustain the 
portfolio of existing patents (and their 
applications). Paying for the patent is 
the responsibility of the owner of the 
patent, which is normally the University.

The University may decide to stop 
paying for a patent if it feels the 
ongoing cost of sustaining the patent 
is not likely to be recouped via a future 
licensing agreement. In this scenario 
the inventors and contributors can 
ask for the patent to be assigned to 
them and the University will not unduly 
refuse such a request. The new owners 
will then be responsible for sustaining 
any ongoing patent applications and 
bearing their costs.
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Typically the invention will be jointly 
owned by the other companies or 
universities (because they are  
the other inventor’s employers).

The Technology Transfer Office will 
work with other organisations via 
inter-institutional agreements to 
organise joint-ownership of the patent, 
joint-payment of the patent costs, 
assignment of intellectual property, 
licensing agreements, division of 
royalty payments and distribution 
of royalties back to their respective 
inventors and contributors.

What if my co-inventors 
are from other companies  
or universities?

28 The University of Western Australia | uwa.edu.au/research

https://uwa.edu.au/study


Inventor G
uide | uw

a.edu.au/research

are from other companies  
or universities?

The Technology Transfer Office will 
help market your invention to potential 
licensees, and in some cases directly 
approach candidate companies that 
have the expertise, resources, business 
networks and commercialisation 
channels to bring the invention  
to market. 

If several suitable parties are interested 
in a licence then we will endeavour to 
license non-exclusively or grant field-
of-use licences, if possible.

If it is not possible to accommodate all 
interested parties then we will license to 
the company most likely to successfully 
commercialise your invention.

Marketing 
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The TTO will create materials to market the invention in collaboration 
with the inventors and contributors. This may include case studies, 
flyers, blogs, video-summaries which are promoted on the 
University’s website, newsletters and social media channels.

Marketing activity is only started after the initial patent application 
has been filed otherwise releasing information on an invention into 
the public domain will invalidate the patent application.

For this reason, it is important that inventors declare their invention 
before any academic papers are submitted for publication. Inventions 
cannot be patented if information about the inventions can be found 
in the public domain already.

How does the 
Technology Transfer Office 
market my inventions?
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It can take months or years to identify a potential licensee. Or a 
potential licensee can be introduced to the Technology Transfer 
Office by the inventors and an agreement reached within weeks.

It is often challenging to attract a licensee because most university 
inventions tend to be in the early stages of development and require 
substantial investment in order to commercialise them.

If a licensee is not found and both the Technology Transfer Office 
and the inventors believe in the potential of the technology, then the 
creation of a spin-out may be considered to de-risk and accelerate 
the development of the invention.

How long does it take  
 to find a licensee? 
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Often the licensee company is 
known to the inventors. Research 
and consulting relationships are 
often valuable sources for identifying 
licensees. Inventor publications are 
often excellent marketing tools as 
well (but only after the initial patent 
application has been filed!).

An inventor’s active involvement in 
promoting their invention can have 
a dramatic effect on the chances of 
licensing the invention to an outside 
company. The most successful 
technology transfer outcomes arise 
when the inventors and the Technology 
Transfer Office work together to market 
and promote the invention.

Ask the Technology Transfer Office how 
you can help us help you.

techtransfer@uwa.edu.au

How can I assist  
 in marketing  
 my invention? 
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These are legal agreements between 
the University (the owners of the 
Intellectual Property) and one or more 
3rd parties. Rights to use an invention 
are given in exchange for financial or 
other benefits to the University.

An option agreement is sometimes 
used to allow a company to evaluate 
the invention for a limited time before a 
formal license agreement is negotiated.

The Technology Transfer Office negotiates and executes 
license agreements on behalf of the University.

Licensing 

License agreements normally 
require the licensee to meet certain 
performance requirements and 
typically to pay royalties to the 
University. Any royalty payments 
received are shared with the inventors 
and contributors according to the 
University’s IP Policy.
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As provided under the University’s IP 
Policy a share of the fees and royalties 
generated from a license is provided 
to the inventors and contributors. In 
addition, most inventors enjoy the 
satisfaction of knowing their inventions 
are being deployed for the benefit of 
the general public. Sometimes this 
creates an ‘impact case study’ for 
the University which improves our 
reputation and makes the University 
attractive to prospective students  
and staff.

How is  
a licensee  
chosen?
A licensee company is chosen based on 
its ability to successfully commercialise 
the invention for the benefit of the 
public. Sometimes an established 
business with experience in similar 
technologies and markets is the best 
choice. In other cases, the focus, 
commitment and intensity of a start-up 
company is a better option.

What can I 
expect to gain  
if my 
invention is 
licensed?
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What is the relationship  
between an inventor and  
a licensee?
Many licensees will be more successful in their 
commercialisation efforts if the inventors are actively 
involved with them. The inventors have significant 
“know-how” which can be vital to the licensee.

The level of engagement can range from infrequent 
and informal contacts to more formal consulting 
agreements, or becoming a formal adviser to the 
company Board of Directors.

Working with a young business start-up requires 
substantially more time, often without immediate 
financial gain, but can be hugely rewarding.
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Creating a company in partnership with 
the University is sometimes the best 
method of transferring technology into 
the market, and potentially returning 
significant income to the University.

Spin-outs can be high-profile, fast-
growth, dynamic and exciting to be  
part of.

However, compared to IP licensing, 
spinning-out a company takes longer, 
requires more formal processes 
within the University, may require 
external investment, and will require a 
management team with commercial 
experience that sometimes our 
researchers themselves do not have. 
Furthermore, there are inherent risks, 
regulations and mandatory laws to 
observe that mean that spinning-out a 
company is not a trivial undertaking.

The Technology Transfer Office has 
extensive experience of spinning 
out companies based on University 
research. Some of our team have 
hands-on experience of running  
start-ups.

Spin-outs
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Logic 
If an invention is not suitable for IP 
licensing (perhaps because it is very 
early stage, or not well understood by 
the market, or licensing terms offered 
are not acceptable to the University, 
or a suitable licensee cannot be 
identified) then setting up a spin-out 
company becomes a logical alternative  
to transferring technology to wider 
society. Even then there needs to be 
a good business case to support the 
proposal to spin-out. The University 
needs to be confident that a business 
(in which it will become a shareholder) 
stands a strong chance of becoming a 
“going concern”.

Why create  
a spin-out company?

There are two primary reasons for individuals 
creating a spin-out. One is logical, the other is 
emotional. Both are valid.

Emotion 
Researchers often ‘want’ to create 
a spin-out company. They admire 
other academics who have become 
successful business people, or they 
want a new challenge, or passionately 
believe that setting up a new company 
is the right decision. Sometimes 
researchers want to remain an 
employee of the University but still 
see their invention taken forward into 
society by a spin-out company.

The University’s own motivation for 
supporting spin-outs is driven by our 
mission to create impact in society and 
our desire to create additional income 
to fuel further research activities.
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The primary reason that the University 
takes shares in spin-out companies is 
because the founders of the spin-out 
company need something (access to IP, 
people or facilities) from the University 
to be able to progress. This creates the 
need for a negotiation and shares in the 
new company can form part of the final 
agreement.

If you are considering setting up a 
start-up and need support from the 
Technology Transfer Office, access to 
money, access to facilities/equipment 
or use of intellectual property which is 
owned by the University (even if you 
were the creator of the intellectual 
property) then you will most likely be 
asked to “trade in” some of the equity in 
your business in order to proceed.

Why might the  
 university take a share  
 in my company?
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Who decides  
 what share the university  
  takes in a spin-out?
There is a chain of approvals which you 
will be required to pass through before 
you can spin-out a company from the 
University. You will need approval from 
the Technology Transfer Office and 
ultimately the University’s Deputy Vice-
Chancellor (Research). Collectively, 
the people in the above roles decide 
what share the University takes through 
a process of negotiation with the 
company founders. The Technology 
Transfer Office will support you through 
this process.

The University of Western Australia has 
an IP Policy – this is a policy linked to 
your employment with the University 
in much the same way as there is 
a policy for HR, Safety, Ethics and 
other matters. The IP Policy provides 
directions to employees and students 
on the management of the University's 
Intellectual Property and provides 
for the sharing of net revenues from 
commercialisation with employees and 
students who contribute to commercial 
outcomes by the creation of Intellectual 
Property.

The initial negotiating position is 
guided by a range of factors including 
the nature of the intellectual property 
the spin-out requires access to; 
whether this IP is licensed or assigned; 
and whether the founders need access 
to University resources (human, 
facilities or otherwise) for a limited 
period of time or ongoing.
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If you don’t want the University to 
take a share in your company then 
the Technology Transfer Office still 
recommends you fully engage with us.

There are no barriers to researchers 
setting up a company on their own 
or with other people. We call these 
companies ‘staff start-ups’. You should 
declare this activity to the University (in 
line with the IP Policy).

However, there are significant legal 
barriers which block unauthorised 
access to University intellectual 
property, resources or facilities by a 
3rd-party company. 

What if I don't want  
 the university to take  
 a share of my company?

Please do not risk your reputation by 
conducting technology transfer and 
commercial activities without approval 
from the University. We want to help 
you, but it has to be on a legal basis and 
level playing field for all.

It may be the case that the University 
has no rights or does not wish to claim 
share ownership in your business, 
something that we can confirm in 
writing if necessary. 
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Will the university stop me  
 from creating a spin-out?
The University of Western Australia 
wants to help inventors create high-
value fast-growth spin-outs. New 
companies create jobs and increase 
our ‘innovation ecosystem’ which is 
the network of companies close to the 
University through which we transfer 
knowledge and intellectual property 
out into society.

If inventors approach the Technology 
Transfer Office with an idea for a spin-
out we are not likely to say “No” but we 
may say “Let’s work on the following 
aspects of your ideas together”.

The Technology Transfer Office 
assesses the prospects of a spin-out 
based on the following criteria:

1. Experience and profile of the 
management team

2. Analysis of the market opportunity, 
validated by experts

3. Quality of the business plan

4. Risk profile & timing of entry to the 
market

5. Transition time of full 
independence from the University
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The University of Western Australia has a range of support designed to 
help entrepreneurial staff and students test their ideas and set-up and 
then run their business. These services are operated by the Innovation 
and Industry Engagement team (IIE) and the Technology Transfer Office:

The IIE 
provides resources aimed at developing entrepreneur skills  
and networks with industry

The TTO 
provides commercial services prior to company spin-out

What services exist  
to help me develop an idea   
  or start a company?

Pre-spin-out services 
available from the TTO: 
• IP protection (patenting, 

trademarking)
• Funding for market research  

and validation
• Support with engaging external 

collaborators
• Shepherding the founders through 

internal approval processes
• Access to a network of trusted 

suppliers (accountants, legal 
advisers, HR advisers, fund-raisers) 
and experienced business mentors

 

Pre-spin-out services 
available from the IIE team: 
• Innovator Clinics – one-on-one 

consultations to help validate and 
support early stage ideas

• Workshops and programs for 
skills development and project 
acceleration

• Access to business planning tools 
and support

www.innovation.uwa.edu.au 
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When will the university  
license IP to a spin-out?

However, very often young companies 
do not have the financial reserves that 
established companies have. This 
means they are not able to pay what 
the University would consider to be a 
fair market rate to access University 
IP via a license agreement. This is the 
basis for the justification behind why 
the University takes share ownership in 
a spin-out.

It is possible for the University to license its intellectual 
property to a spin-out or staff start-up, in much the same 
way we would license our IP to any 3rd party licensee.

Furthermore, it’s often the case that 
whoever is financing the start-up 
wishes the start-up to “own the IP”. 
Financers prefer to own IP which is 
fundamental to a business rather than 
“hire the IP” via a licence agreement. 
This desire to “own outright” intellectual 
property which may have been 
generated through expenditure 
of millions of dollars of tax-payers 
money justifies the University’s initial 
negotiation position with regards to 
share ownership in spin-outs.
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Sometimes the University is approached 
by researchers who want to help start 
a spin-out company but also remain an 
employee of the University. This is an 
understandable request. Researchers 
may not wish to leave the University but 
are passionate about supporting a spin-
out which is taking their invention to the 
wider world.

This can sometimes lead to conflicts of 
interest between the researcher and the 
University which we can help manage 
through open communication and 
transparency.

For these reasons the University, as 
part of the spin-out process, requires 
every researcher to understand and 
document their conflict of interest. This 
process helps the researcher understand 
how to manage their dual interests as a 
good employee of the University and a 
responsible shareholder of a commercial 
business.

Managing  
 conflicts of interest
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Reinvestment 
  & revenue sharing

Royalty payments to inventors and contributors can survive 
both employment with the University of Western Australia 
and death. This means that family can continue to benefit 
from your hard work (even if you are not able to).

The University reinvests commercialisation revenues in a 
wide range of areas including the inventor/contributor’s 
own School/Centre so that future inventors can get 
financial support when they need it. 

By working with the Technology Transfer 
Office you are helping to:
• create a virtuous innovation circle which financially 

strengthens the University
• make a positive impact on society
• earn income for you and your family
• highlight to prospective students and employees that 

the University of Western Australia has a strong culture 
of innovation that creates exciting opportunities and 
supports inventors at every stage in their career

Revenues obtained from intellectual property 
licensing and spin-outs are shared between the 
University, the inventors and any contributors.
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Talk to the  
Technology Transfer Office

If you need an industry partner to 
proceed with your research project

If you need to share research materials 
with another university or company

If you discover something unique that 
you think may have commercial value

If you need funds to develop and  
de-risk promising ideas

If contacted by a private company 
interested in your research

If you want to start your own company

If you would like the TTO to visit your 
School/Centre and present a seminar 
on Intellectual Property or explore 
aspects of this guide 
 
techtransfer@uwa.edu.au
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Get in touch 

CRICOS Provider Code: 00126G DCS 715910999

“Imitation is the sincerest 
form of flattery”
CHARLES CALEB COTTON

techtransfer@uwa.edu.au

This guide was adapted from the ‘INVENTOR GUIDE’ published 
by the University of Surrey, UK, with permission.


